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Trademark Licensing
Sandra Edelman 
and Kaydi Osowski

Who Should Own 
a Trademark 
Registration? 
The Case of the 
Not-So-Related 
Parent Company

A recent precedential Trademark 
Trial and Appeal Board (TTAB) 
decision provides valuable guid-
ance on the proper allocation of 
trademark registration ownership 
as between a corporate parent and 
a subsidiary, highlighting the per-
ils of identifying the wrong entity 
as the owner. 

A trademark is not required to 
be used exclusively, or at all, by the 
owner of the registration. So long 
as the owner controls the quality 
of the goods or services used in 
connection with the trademark, 
use by a third-party, such as a 
subsidiary or licensee, will inure 
to the benefit of the trademark 
owner. Consistent with this prin-
ciple, Section 45 of the Lanham 
Act expressly defines a “Related 
Company” as any person or entity 
whose use of a mark is controlled 
by the mark owner. In practice, 
this means that use of a mark by 
a subsidiary controlled by a cor-
porate parent will inure to the par-
ent’s benefit. 

However, the reverse was not 
the case in Noble House Home 
Furnishings, LLC v. Floorco 
Enterprises, LLC [Cancellation 
No. 92057394 (April 4, 2016)], in 
which the TTAB held that use 
of a trademark by a corporate 
parent did not inure to the ben-
efit of its subsidiary that owned 

the registration. Accordingly, the 
registration was cancelled on the 
ground of abandonment.

The decision involved a registra-
tion for the mark NOBLE HOUSE 
for furniture, originally filed as 
an intent-to-use application by 
Floorco Enterprises. Noble House 
Home Furnishings subsequently 
filed an application to register 
the mark NH NOBLE HOUSE 
HOME FURNISHINGS & Design 
for retail and warehousing services 
for furniture. The application was 
refused based on Floorco’s reg-
istration, and Noble House initi-
ated a cancellation action alleging 
abandonment and fraud.

During discovery, it was revealed 
that Floorco never actually used 
the NOBLE HOUSE mark; use 
of the mark had been made only 
by its parent company, Furnco 
International Corporation. There 
was no license or other agree-
ment between the two companies 
regarding control over Furnco’s 
use of the mark by Floorco. 
Neither Floorco nor Furnco actu-
ally had sold any products under 
the NOBLE HOUSE mark since a 
date prior to issuance of the reg-
istration. Furnco had promoted 
the goods as recently as January 
2015, which might have been suf-
ficient to avoid abandonment if 
Furnco had been the owner of the 
registration. But because Floorco 
was the registrant, and Floorco, 
as a subsidiary, did not control the 
nature and quality of the goods 
marketed by its corporate parent, 
Furnco’s use of the mark did not 
inure to Floorco’s benefit. Thus, 
even though Furnco and Floorco 
had a corporate relationship of 

parent and subsidiary, the par-
ent was not considered a “related 
company” whose trademark use 
inured to the benefit of the subsid-
iary that owned the registration. 
Accordingly, the TTAB sustained the 
cancellation action on the ground 
of abandonment. The fraud claim 
was rejected because Floorco’s 
mistaken belief that use of its 
NOBLE HOUSE mark by its par-
ent company would inure to its 
benefit was insufficient proof that 
Floorco intended to deceive the US 
Patent and Trademark Office. 

Interestingly, after the close of 
trial testimony in the proceeding, 
Noble House moved to amend its 
petition to include the additional 
claim that Floorco’s registration 
was void ab initio because it was 
not the owner of the mark at the 
time the application was filed. 
The TTAB denied the motion as 
untimely. However, it is possible 
that such a claim could be viable 
in future cancellation proceedings 
if addressed earlier on.

The decision in Noble House is 
a useful reminder to think care-
fully when determining which 
corporate entity should be identi-
fied as the owner of a US trade-
mark registration. If there is any 
doubt about whether the appli-
cant/registrant will receive the 
benefit of use of a mark by a cor-
porate affiliate, a license or other 
contractual arrangement should 
be structured to ensure that the 
owner controls the use of the 
mark by the affiliate. 

Sandra Edelman is a partner at 
Dorsey & Whitney LLP in New 
York, NY, with a practice focused 
on trademarks and unfair com-
petition and advertising law. 
She is a mediator for the federal 
court for the Southern District of 
New York Program of Mandatory 
Alternative Dispute Resolution 
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and a member of the INTA 
Trademark Mediators Network, 
and has mediated more than 
30 intellectual property cases. 
Ms. Edelman is a member of 
the Management Committee 
and former head of the 
firm’s Trademark, Copyright, 

matters for clients in a wide-
range of industries. Ms. Osowski 
also has experience working on 
copyright litigation matters. She 
currently serves as the East Region 
Coordinator of the International 
Trademark Association’s Saul 
Lefkowitz Moot Court Committee.

Advertising and Brand 
Management Practice Group. 

Kaydi Osowski is an associate at 
Dorsey & Whitney LLP in New 
York, NY. Her practice focuses on 
trademark portfolio strategy, as well 
as prosecution and enforcement 
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